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REMARKS/ARGUMENTS 

Claims 1 and 4-22 are active in this application. 

Support for the amendment to Claim 1 is found in cancelled Claims 2 and 3; and the 
specification on page 9, [0023]. 

Claims 4 and 5 have been amended to be independent claims. 

Support for Claims 15-22 is found in Claims 6-14 and the specification as originally 

filed. 

The specification and Abstract are amended to remove the brackets, as requested by 
the Office. 

No new matter is added by these amendments. 

Applicants thank the Examiner for indicating that that Claims 4 and 5 would be 
allowable over this prior art. As noted above, Claims 4 and 5 have been amended to be 
independent claims with new claims 15-22 depending from Claims 4 and 5. 

As discussed in the specification on pages 2-4, prior to the present invention there was 
a need for hydrophilic colorants that were able to provide high print quality (such as chroma, 
gloss, density and abrasion fastness) when used to form images on a recording media such as 
a glossy paper. It was also needed to have a colorant, when formulated into inks having 
stability in long-term storage and press stability. To solve these problems, the inventors have 
found that linking a hydrophilic compound with a pigment via a linking group provided a 
colorant meeting these high demands in the industry. In fact, the application provides a 
comparison between inks formulated with colorants representative of the claims and a 
commercial dye ink (see Tables 1, 2, and 3 on pages 26, 27, and 33). The specification 
concludes from this comparison that the inks according to the present invention were 
equivalent to the commercial dye inks in print quality such as optical density, chroma and 
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print definition, and were far superior to the dye inks in the gloss and light fastness of prints, 
(see pages 29 and 33). 

In the Official Action, the Examiner has rejected certain claims in view of four prior 
art documents, JP 2002-275387 (Abstract), JP 05-2222328 (Abstract), JP 2002-3091 18 
(Abstract), and Endo et al (U.S. patent no. 5,635,522). 

While it would appear that these four prior art publications describe generally a 
material in which an organic pigment is linked to a hydrophobic group, there is nothing in the 
Abstracts of the three Japanese publications that describe or suggest the specific arrangement 
of pigment, linking group, and hydrophilic compound as defined in amended Claim 1 . 
Specifically, none of these Abstract describe 

(1) hydrophobic pigment is selected from the group consisting of perinone, dioxazine, 
quinacridone, diketopyrrolopyrole, quinophthalone, isoindolinone, metal complex; 

(2) the linking group is selected from the group consisting of an alkylene group, s- 
triazinyl group, s-triazinyl-2,4-diamino group, s-triazinyl-2,4-dioxy group, s-triazinyl-2- 
amino-4-oxy group, s-triazinyl-2,4-diaminoalkyl group, and s-triazinyl-2-aminoalkyl-4-oxy 
group; and 

(3) the hydrophilic compound comprises one or more carboxyl groups, sulfone 
groups, sulfate ester groups, phosphate ester groups, primary amino groups, primary 
quaternary ammonium groups, secondary amino groups, secondary quaternary ammonium 
groups, tertiary amino groups, tertiary quaternary ammonium groups; alcoholic hydroxyl 
groups, polyethylene glycol grouos, polyethylene glycol monoalkyl ether groups; 
polyethylene glycol, monophthalate, polyethylene glycol monosulfate or polyethylene glycol 
monophosphate 
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As briefly outlined above, the specification provides description and exemplary data 

that demonstrates the advantages of the claimed invention. 

Accordingly, the rejections based on the three Japanese Abstracts are no longer 
applicable to the claimed invention and therefore Applicants request that the rejections under 
35 USC 102 based on these Abstracts be withdrawn. 1 

As to the rejection based on US Patent No. 5,635,552 it does appear that this patent 
describes linking an organic dye to a heterocyclic ring which could be a hydrophilic group. 
Notably, Endo lists the types of organic dyes in col. 2, lines 51-60 but specifically absent 
from this list are those hydrophobic pigment defined in amended Claim 1, i.e., perinone, 
dioxazine, quinacridone, diketopyrrolopyrole, quinophthalone, isoindolinone, metal complex 
To address these rejections we can incorporate the definitions of the three components from 
Claim 2 and Claim 3, and the specification on page 9 [0023] while at the same time 
removing, for example, the pigments that are described in those prior art references. For 
example, we can remove the phthalocyanine, anthraquinone, perylene, indigo, thioindigo, and 
azo-containing dyes. 

As briefly outlined above, the specification provides description and exemplary data 
that demonstrates the advantages of the claimed invention. 

Therefore, it is requested that the rejection under 35 USC 102 based on Endo be 
withdrawn. 



1 In the event, a further rejection is made on these Abstracts, it is requested that an English translation be 
provided with citation to the underlying disclosure rather than the Abstract (see BPAI unpublished opinion of 
Ex parte Gavin, 62 USPQ2D 1680 (BPAI 2001)). 
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The rejection of Claims 1-14 under 35 USC 1 12, second paragraph, based on the 

phrases "lower alkyl" and "lower alkanol" is respectfully traversed. The term lower has a 

well-known meaning in the field as having from 1 to 5 carbon atoms. Exemplary of this 

knowledge, Applicants attach a partial English translation of Inwanami, Physical and 

Chemical Dictionary, 3 rd Ed, Iwanami Bookstore, Japan (1986). 

Accordingly, withdrawal of this rejection is requested. 

The rejection of Claims 1-3 and 7-14 under 35 USC 112, first paragraph is 
respectfully traversed. 

As noted above and apparent from the amendment to Claim 1, the colorant is defined 
by specific listing of pigments, linking group and hydrophilic compound. Therefore, the 
claims do not encompass "every possible type of colorant known to man." As the 
specification provides explicit literal support for each of the components of the claimed 
hydrophilic colorant, it certainly is enabled in terms of the requirements of 35 USC 1 12, first 
paragraph. 

Withdrawal of this rejection is requested. 
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Finally, a Notice of Allowance indicating that all pending claims have been allowed is 

requested. 

Respectfully submitted, 

OBLON, SPIVAK, McCLELLAND, 
MAIER & NEUSTADT, P.C. 
Norman^FTOblon 




~ XT . Daniel J. Pereira, Ph.D. 

Customer Number Registration No. 45,518 

22850 

Tel: (703)413-3000 
Fax: (703)413 -2220 

(OSMMN 06/04) 
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An English translation of a part of a Japanese dictionary as the 

evidence. 

T^Xf^ol the carbon number of which is from one (CI) to five (C5), is referred to 
as a main examples include methyl alcohol (CD, «g^«*£S* 

alcohol (C3), butyl alcohol (C4), and amyl alcohol (C5), mcludmg further aUyl alcohol C3 
unsaturated) anlthe hke. On the other hand, there is ako ^^SSaiSo^SS^ 
alcohol of CI and C2 is referred to as a lower alcohoL and an alcohol of C3 to C5 is referred 
to as a medium alcohol. 
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